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Appl. No 10/743, 641 

Amdt Dated December 27, 2007 

Reply tQ 0£Qce aciion of June 27, 2007 

ARGUMENTS/REMARKS 

This communication is responsive to the Office Action dated June 27, 2007. 
Claims 1-55 remain pending. 

The Office Action 

la the Office Action of June 27, 2007, the Examiner made the following rejections: 

Claims 2-9, 1 1-18, 20, 21, 3 1, 34-36, 38, 42-44 and 50 were rejected under 35 U-S.C. §112, 
second paragraph, as being indefinite. 

Claims 1,4, 5, 11-13, 16 and 34 were rejected under 35 U.S.C. §102 (b), as being anticipated 
by, or under 35 USC § 103(a) as being obvious over, Hirano et al (U.S. Patent No. 5,028,495). 

Claims 1 , 4, 5, 1 1 -1 3, 1 6 and 34 were rejected under 35 U,S.C. § 1 02 (b) as being anticipated 
by, or under 35 USC § 103(a) as being obvious over, Jha et al (U.S. Patent No. 5,553.770). 

Claims 1-3, 7, 8^ 10-13, 16, 19, 20,22, 25,26,29and34 were rejected under 35 U.S.C §102 
(b) as being anticipated by, or under 35 USC § 103(a) as being obvious over, Mennucci (U.S. Patent 
No. 5,761,799). 

Claims 1,4, 5, 10, U-16and34 were rejected under 35 U.S.C. § 102(b) as being anticipated 
by, or under 35 USC § 103(a) as being obvious over, Galasso et al (U,S. Patent No. 4,034,454). 

Claims 1-30, 34^6, 49, 50 and 53-55 were rejected under 35 U.S.C. §102 (b) as being 
anticipated by. or under 35 USC § 103(a) as being obvious over, Hirano et al (JP 4-006173). 

Claims 32, 33, 47, 48, 51 and 52 were objected to as being dependent upon a rejected base 
claim but otherwise identified as being allowable. 
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Claims 3 1 was identiiied as being allowable if amended to overcome ihe rejection under 35 
U.S.C. §112, second paragraph. 

The Rejections Under 35 U,S>C S112 

Claims 2^9, 1 M8, 20, 21, 31, 34-46, 38, 42-44 and SO were rejected under 35 U.S.C. §1 12, 
second paragraph, as the examiner maintains that the term "commercially pure" is unclear since it 
can change over time. 

In the prior response^ Applicants submitted that the materials used in the invention are to be 
as pure as i?^atever is commercially available* Should higher purity materials become available than 
what was known at the time of the invention, then those materials would be preferred over what was 
commercially available at the present time and would work just as well as the presently available 
commercial materials. 

In addition to the above» and as pointed out in the previously filed response, Applicants 
would like to note that a quick search on the USPTO's online database revealed at least 1 43 issued 
U.S. patents with the term **commercially pure** in the claims. This includes U.S. Patent No. 
6,783,870, assigned to the applicant of the present application (^igineered Material Solutions). See 
attached listing of issued U.S. patents which contain the tenn ^^commercially pure" in the claims 
(Exhibit "A'O. 

Further, an internet search using "Google'* revealed a number of technical reports and 
technical dictionary definitions of the term '^commercially pure" in relation to metals such ais copper 
and nickel. 
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Again, the intent is to use material which has a purity level that is as high as commercially 
available. Applicants believe that this is clear and definite within the meaning of 35 U.S.C §1 12, 
second paragraph and supported by the issuance of a number of U*S. patents with the exact same 
language, including one to the present applicant 

In view of the above, withdrawal of the rejection under 35 U.S.C, § 1 12, second paragraph, is 
respectfully requested. 

Claim 42 was rejected under 35 U<S.C §112, second paragraph, as the examiner indicated 
that it was unclear what was meant by "is made from one of a group consisting of copper and nicker*. 
Applicants submit that the terminology is clear. When, for example, the fii^t metallic layer is 
"copper", then the third metallic layer is "nickel" (which is the "other" of the two not used for the 
first layer). Likewise with the material for the forth and sixth layers. Applicants believe this is clear 
and definite. However, in an attempt to address the Examiner's concern. Applicants have now 
amended claim 42 in a manner similar to that suggested by the Examiner. The amended claim now 
requires that when the first layer is made from a metal selected from the group consisting of copper 
or nickel then the third layer is made from the other metal selected from the group consisting of 
copper or nickel. The same amendment was made for layers four and six in claun 42, 

Applicants believe that the above comments and amendments fully address the rejections 
imder 35 U.S.C §112, second paragraph. Reconsideration and withdrawal of the rejections are 
therefore respectfully requested. 



Page 20 of 25 



PAGE 20l3rRCVDAT12/27/20073:58:28PM [Eastern Standa^^ 



12/27/07 15:56 Ffil 218 579 6073 PEARNE GORDON 



@021 



AppL No 10/743,641 

Aindt Dated December 27, 2007 

Reply to Office action of June 27, 2007 

The Rejections Under 35 U,S.C 6l02(b^ 

Claims 1,4,5, 11-13, 16 and 34 were rejected under 35 US.C § 102(b) as being anticipated 
by, or under 35 USC § 103(a) as being obvious over, Hirano et al (U.S. Patent No. 5,028,495), 
Further, claims 1, 4, 5, 11-13, 16 and 34 were rejected under 35 U.S,C § 102 (b) as being anticipated 
by, or under 35 USC § 103(a) as being obvious over, Jha et al (U.S. Patent No. 5,553,770). Also, 
claims 1,4, 5, 10, 11-16 and 34 were rejected under 35 U.S.C, §102 (b) as being anticipated by, or 
under 35 USC § 103(a) as being obvious over, Galasso et al (U.S. Patent No. 4,034,454). 

^^licants would like to address the above three references of Hirano et al, Jha et al and 
Galasso et al as all three references require a heat treatment step of the material. The products of the 
invention which result from a roll bonding process without any intermediate heat treatment step are 
not the same as those produced fiom processes which utilize a heating step. 

Applicants would like to emphasize that the materials used in the present invention, in 
particular Ti and/or Zr, possess unique characteristics and qualities which limit the we^ in which 
they can be processed into useful materials. The prior art cited by the Examiner clearly fails to 
recognize diese unique characteristics and the drawbacks which are realized by processing these 
materials in a manner requiring intermediate heat treatment steps, such as annealing. 

Specifically, roll bonding of metal layers to Ti (and/or 2r) requires cold working and thus 
hardens the strip. As disclosed in the specification, roll bonding is typically earned out in a bonding 
mill that provides sufficient pressure to form a metallurgical bond without heat treating (such as 
annealing, for example) between dissimilar metals. It is therefore common metal working practice to 
put such cold worked strips through an annealing process to soften it up for any further cold rolling. 
This is what the prior art cited by the Examiner does. The annealing requires time at elevated 
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temperatures and usually requires a protective atmosphere to avoid fonning surface scales. The 
annealing process conditions that are likely to apply to the strip have two problems that will cause 
strip to become britde. The resulting strip is then not able to be further cold rolled to the foil gauge 
for brazing filler application due to its brittleness. Further, the time and temperature will cause 
interdififusion between Ti/Zr and Cu/Ni layers. The resultant intemietallic compounds between Ti/Zr 
and Cu/Ni are extremely brittle and will crack between lay^s under the cold rolling condition. A 
second issue is the gas used as the protective atmosphere. The commonly used gas is either nitrogen 
or hydrogen or a mixture of nitrogen and hydrogen, v^iiich will be absorbed into the Ti/Zr and cause 
further embrittlement This will also render tiie strip even more imworkable. In summary, there are 
many metallurgical reasons that clad strips of the invention not be processed with conventional 
rolling ^id annealing practices as taught in the cited art On the other hand, by cladding layers to the 
surfaces of Ti or Zr without an intermediate heating step, the ability to roll the clad strip to fer more 
thickness reduction than what is possible on the Ti or Zr by itself or when clad with materials using 
an intermediate heating step is achieved . This is completely unexpected and not taught or 
suggested by the cited art 

Moreover, the Examiner is ignoring the limitation that Uie final "brazing strip or foil" is 
complete upon roll bonding without need for further treatment as instructed by the cited art As 
such, it is our position that the prior art actually teaches awav from the invention by including 
additional heat treatment steps and not recognizing that such steps are not required or 
encompassed by the cnrrent claims to produce the claimed brazing strip/foil. 

In view of the above, the references of Hirano et al, Jha et al and Galasso et al do not teach 
the material of the invention as the heating steps used to prepare these products result in a clad 
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material which is not the same as the claimed material which is made by a process which does not 
include any intermediate heating. As such, Hirano et al, Jha et al and Galasso et al neither anticipate 
nor obviate the designated claims under 35 USC § 102(b) or 103(a) and the rejections thereover 
should be withdrawn. 

Claims 1-3, 7, 8, 1 0, 11-13, 16, 19, 20, 22, 25, 26, 29 and 34 were rejected under 35 U.S.C 
§102 (b) as being anticipated by, or under 35 USC § 103(a) as being obvious over, Mennucci (U.S. 
Patent No. 5,761,799). 

The process of Mennucci et al required inclusion of platinum stripes (item no 15) to the 
surface of a copper layer which is to be bonded to a titanium base material. No such platinum stripes 
are present in the material of the inventiotL As such, the material of Mennucci et al is not the same 
as the material of the invention. Moreover, the product of Menucci is not a brazing strip or foil but 
rather a laminate which is essentially a platinum coated titanium strip useful as anodes in chemical 
processing or in electrical conductor applications. No mention is made of using the platinum coated 
materials as brazing strips or foils. In fact, allojdng of platinum (Pt) is needed in order to bring the Ft 
to a melting point necessary for brazing operations. Without such alloying of the Pt, it will not 
function as a brazing material and will remain as a discreet layer. Mennucci does not alloy the Pt as 
the Pt materials used therein are not intended for use as a brazing material and does not need to 
possess tiie melting properties required by brazing materials. As such^ Mennucci fiails to anticipate 
the claims under 35 U.S.C. §102 (b) or render the claims obvious under 35 USC § 103(a). 
Withdrawal of the rejection is lespectCiilly lequested. 

Claims 1-30, 3445, 48, 49 and 52-54 were rejected under 35 U.S.C §102 (b) as being 
anticipated by, or under 35 USC § 103(a) as being obvious over, Hirano et al (JP 4-006173). 
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With respect to Hirano et al (JP), no mention is made of any metallic bond being present 
between layers, muchless that the bond was formed solely by roll bonding the materials together 
without any intermediate heating step. As discxjssed above, materials of the invention which contain 
a Ti or Zr core material which are produced without the intermediate heating are materially diflFerent 
from those produced in a process which utilizes some heating. While Hirano teaches "coating" a Zr 
base with a special Cu/Ti/Ni-Cu composite, rolling and annealing are required as seen in the 
translation at pages 6 and 7. Again, the claims of the present invention specifically require the 
absence of any intermediate heat treating (i.e. armealing is a heal treatment) prior to forming the final 
brazing strips or foils. Thus a reference which teaches some heating step prior to formation of the 
finished product does exactiy what the clahns exclude. 

Moreover, the claims of the present invention require only one core, either Zr, Ti or a blend 
of Zr and Ti. The material of Hirano et al has a Zr core and then a material having a second Tt core 
(the Cu/Ti/Ni-Cu) material. This is not the same as the invention. As such. Claims 1-30,34-45,48, 
49 and 52-54 are not anticipated by or obvious over the Hixano et al (JP ) reference. Withdrawal of 
the rejection is therefore respectfiilly requested. 

Coit elusion 

In consideration of the foregoing analysis, it is respectfiiUy submitted that the present 
application is in a condition for allowance and notice to that effect is hereby requested. If it is 
determined that the application is not in a condition for allowance, the examiner is invited to initiate 
a telephone interview with the undersigned attorney to expedite prosecution of the present 
application. 
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CENTRAL FAX CENTER 

DEC 2 7 2007 
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If there are any additional fees resulting from tbis communication, please charge same to our 
Deposit Account No. 16-0820, our Order No. EMSI-34180US2. 



1801 East 9th Street 
Suite 1200 

Cleveland. Ohio 44114-3 1 08 
(216)579-1700 

Date: December 27, 2007 
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PEARNE & GORDON LLP 
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2 7,261,914 IE Method and apparatus for forming a nitride layer on a biomedical device 
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127 4,165,979 SB Flash smelting m confined space 

128 4,156.268 M Humidity sensin g element and method of manufacture thereof 

129 4,148.630 M DiTgctprodi^ct^^ copper metal 

130 4,137,032 SB Corrosion'resistant spinneret 

131 4.129,438 W Method of adding trace elements to base metals 

132 4,125,924 M Method of producing composite metal pipe 

133 4,1 1 9,701 m NO,sub,x reduction catalyst for internal combustion engine emission conlrol 

134 4,1 1 8:291 SB Method of elec h'n^x;^rtrtinp r titanium 

135 4,1 16,801 W\ Apparatus for electrowinning multivalent metals 

136 4.1 10.180 SB Process for electrolysis of bromide containing electrolytes 

137 4.085,997 iBAnodize clamp 

138 4,072,51 1 Wi Method of produ cing fiilicoTi mTttairii'tig cm^t iTi^n 

139 4, 064,221 EE Process for obtaining nitric acid of a concentration hi gber than the azeotropic 

concentration by means of the absorption of nitrogen oxides in water or diluted nitric 
acid 

140 4,054,468 M Process of making a lam inated spinneret 

141 4,006,105 as NO.sub.x reductior^ ci^^p][yst for internal combustion engine emission control 

142 3,984,231 33 Process for th e two^stage reduction of iron ore in a rotary kiln 

143 3,960,546 W Method for eliminating nose-skulls from steehnalfinp vey^fgels 



Home 



Prev. List 



Quick 



Top 



View Cart 



Advanced 



Pat Nunn 



Help 



PAGE 31/31 *jCyD AT 1^^^^^^^^^ 



